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to/T™ Mall Rept Dt #73
IN THE UNITED STATES PATENT AND TRADEMARK  **"*™"*™
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN RE

APPLICATION OF Serial Number 75010230
COMPANIA DE LICORES
INTERNACIONALES, S.A.
Filing Date 10/25/1995
Mark : Old Havana , g

APPEAL BRIEF

TO THE COMMISSIONER OF PATENTS AND TRADEMARKS:

COMES NOwW, | Applicant, COMPANIA DE LICORES
INTERNACIONALES, S.A. (hereinafter CLI or Applicant), through its
undersigned counsel, and respectfully submits its Appeal Brief:

1. Applicant filed its Application for Registration of the mark »Old
Havana on October 25, 1995 in the United States Patent and Trademark Office.

2. On August 7, 2001, an Office Action was »mailed refusing
registration of the mark under Trademark Act Section 2(e)(3) as a primarily
geographically deceptively misdescriptive mark.

3. Applicant timely filed a response to this action on January 30, 2002.

4. On October 25, 2002, a final action was issued refusing registration

of the mark Old Havana under Trademark Act §2(e)(3).
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5. Pursuant to 37 C.F.R. §2.64(a) (now §2.142(a)), Applicant filed a
Notice of Appeal to the Trademark Trial and Appeal Board from the decision of
the Trademark Examining Attorney refusing registration of the mark Old Havana.

8. Said notice of appeal was acknowledged by the Trademark Trial
and Appeal Board on May 20, 2003.

7. Applicant hereby files its Appeal Brief within 60 Hays pursuant to 37
C.F.R. §2.142(b)(1).

8. The registration of the mark Old Havana was refused under
Trademark Act § 2(e)(3), 15 U.S.C. §1052 (e)(3). Said section provides as
follows:

"No frademark by which the goods of the applicant may be

distinguished from the goods of others shall be refused registration

on the principal register on account of its nature unless it—

(e) Consists of a mark which, ... (3) when used on or in connection
with the goods of the applicant is primarily geographically

deceptively misdescriptive of them ...."

9. It is Applicant’s position that the mark Old Havana is not primarily
geographically deceptively misaescriptive of the goods of Applicant.

10. In order for a registration to be properly refused under Section
2(e)(3), it is necessary to show that (i) the mark sought to be registered is the

name of a place known generally to the public; and that (i) purchasers are likely
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to believe, mistakenly, that the goods or services sold under applicant's mark
have their origin in or are somehow connected with the geographic place named
in the mark. See /n Re Nantucket, Inc., 677 F.2d 95, 213 USPQ 889 (CCPA
1982).

11 The mark “Old Havana® contains the word Havana, which is a
name of a city in Cuba. It is conceded that said word is city of Cuba; however,
the mark contains other words, specifically the word "Old’ and as such it must be
looked at as a whole, as "Old Havana". The term Old Havana does not refer to
any particular location in Cuba.

12.  Applicant's designation of its rum with the mark "Oid Havana"
therefore constitutes an arbitrary use. The brand suggests a product originating
in the Caribbean and not necessarily only in Cuba. The mark suggests an old,
prestigious rum of proven superior quality.

13.  Furthermore, rum is not particularly distinctive only from Cuba.
More so, when we take into consideration that the embargo imposed on Cuba
has eliminated the possibility for Cuban rum to enter the United States; thereby
eliminating Americans’ access to the full market of Cuban alcoholic beverages.
Given this situation, consumers have not developed an association with rum and
Cuba, so as to bar registration of the mark.

14. The mark Old Havana has a distinctive Caribbean and tropical taste
| ‘to it. Although Havana is a city in Cuba, it is important to note that most, if not all,
Americans are aware of the restrictions not only to enter Cuba but to purchase

any goods originating in Cuba. It is widely known of the prohibition to import any
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good-s from Cuba: therefore, the possibility of confusion in consumers' minds as
to the origin of the particular mark is not probable with regards to Old Havana.

15.  Use of the name of a geographical location as a mark does not, by
itself, amount to deception, disparagement, or false connection. The test for
deceptive misdescriptiveness has two parts: first, it must be determined whether
the matter sought to be registered misdescribes the goods or'services; second, it
must be determined whether anyone is likely to believe the misrepresentation.

16.  Applicant's position is that the mark Old Havana does not
misdescribe the goods to be registered. The label does not in any manner
indicate the rum is originated in Cuba. In fact, the label indicates the rum is a
product from the USA. The wording is in the English language. The label
specificélly indicates the company which distributes the rum as a company from
Lake Alfred, Florida.

17. In addition, it is to be expected that an ordinary American
consumer, when purchasing a brand, reads the label to see for example who
produces it, the perCentage of alcohol, the place where it comes from.
Therefore, a label, such as the one in question, which specifically describes the
origin of the rum, cannot be misdescriptive as the Trademark Office suggests.

18. The mark Old Havana does not induce consumers to believe that
the rum is originated in Cuba. On this line, eveﬁ though, as stated above,
| vAppliéant’s position is that Cuba is not exclusively, nor primarily known for its
rum, let us assume it is for the sake of argument. The fact that Cuba might be

noted for rum, in and of itself, does not support a refusal to register under section
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2(e)(3) of the Trademark Act. An inquiry must be made regarding whether the
name is likely to mislead consumers to believe that the geographic origin of the
product is Cuba.

19. In this case, given the current situation with Cuba where no
products may enter the United States, there is no possibility to purchase products
originating in Cuba in the United States, and Americans citizéns are not allowed
to travel from the U.S. to Cuba, it is highly improbable that consumers will be
misled by the name.

20. When the mark is analyzed, it is important to take into consideration
the totality of circumstances surrounding the mark, including the label. Moreover,
when we consider that when consumers acquire the rum, they do so after
evaluatihg the label.’

21.  The label of Old Havana contains 10 lines:

1. Old
2. Havana
3. Brand

4. Cuban Style '
5. Rum

6. With Natural Flavor

7. 35% Alc. Vol. (70 Proof)

8. Produced and Bottled By

9. Compaia de Licores Internacionales, S.A.

10. Lake Alfred, Fl — Product of USA




Mark: Old Havana 6
Serial Number 75010230

22, The label mentions the words Cuban and Havana once. These are
the only references to Cuba. The rest of the label clearly describes the rum as a
product of the USA. The label contains the wording: “PRODUCED AND
BOTTLED BY Compaiiia de Licores Internacionales S.A., LAKE ALFRED, FL.
PRODUCT OF USA”. See Exhibit 1, Label of mark Old Havaha.

23.  The logo on the label, together with the words Cuban and Havana,
may be interpreted as referring to the old colonization times when Spaniards
discovered the Caribbean and fortifications were built.

24. If the mark is evaluated from the perspective of the consumer,
without any knowledge of the applicable law, we would need to conclude that the
ordinary‘ consumer would have no doubt in his or her mind that the purchased
rum is neither produced ndr bottled in Cuba.

25. It is argued by the Patent and Trademark Office that the trade
embargo imposed on Cuba has no bearing on the consumers’ association of the
goods with Cuba. This interpretation is grounded on speculation. The boycott of
goods between Cuba and the United States is widely known. In fact, every day
there is a particular news item pertaining to Cuba.

26. There have been movies made regarding this situation, regarding
the Cuban missile crisis, and other aspects portraying the situation with Cuba.
”.Furthermore, in the American media there is no mention or advertising of

products originating in Cuba.
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27. To argue that ordinary consumers might conclude that if Old
Havana is sold in the United States it must be because there is some sort of an
agreement between a business in the United States and one in Cuba is to give
too much credit to the associations made by consumers. The ordinary consumer
associates a brand with a particular taste, a quality, a style or a producer. The
ordinary consumer is not wondering about the business relatibnship between the
producer and the United States.

28.  On the same line, the argument that American tourists who go to
Europe and purchase rum made in Havana there, would be more knowledgeable
about Havana rum trade and more readily understand the rum industry in
Havana, is speculative. It is ingenuous to believe that a distinguishable, or even
noticeable aspect of Europe for an American tourist would be a brand of alcohol
originating in Cuba. From the universe of American tourists who go to Europe, a
small percentage is involved in drinking rather than sightseeing. Of this small
percentage, a smaller percentage purchases Cuban brands. It is naive to
conclude that from this limited exposure, American citizens would associate
Cuba with Old Havana rum. -

29. In the alternative it is considered that the mark is primarily
geographically deceptively misdescriptive of rum, Applicant's position is that the
mark Old Havana has acquired a secondary meaning. Therefore, it must be
| 'registered pursuant to the Trademark Act, section 2(f).

30. Section 2(f) of the Trademark Act provides, in its relevant portion;
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"(f) Except as expressly excluded in subsections (a), (b), (c),
(d), (e)(3), and (e)(5) of this section, nothing herein shall
prevent the registration of a mark used by the applicant
which has bécome distinctive of the applicant’s goods in
commerce. The Director may accept as prima facie evidence
that the mark has become distinctive, as used on or in
connection with the applicant's goods in commerce, proof of
substantially exclusive and continuous use thereof as a mark
by the applicant in commerce for the five years before the
date on which the claim of distinctiveness is made. Nothing
in this section shall prevent the registration of a mark which,
When used on or in connection with the goods of the
applicant, is  primarily  geographically deceptively
misdescriptive of them, and which became distinctive of the
applicant’s goods in commerce before the date of the
enactment of the North American Free Trade Agreement

Implementation Act.”

31. Since 1991 a label application was made (see Exhibit 2), and the
Treasury Department Bureau of Alcohol, Tobacco and Firearms granted its use,
. thus establishing Applicant's prima facie intention of use since then.
Subsequently, a first use of the mark in commerce in the U.S. was effected on

November 27, 1991 and continues its use to the present. See Exhibit 3.
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32. Applicant's usage of said trademark extends to several countries in
this hemisphere, and trademark registrations have already been obtained in such
important countries as Mexico and Brasil.

33. In the European continent, usage also has been in progress and
trademark registrations already obtained in the Benelux countries (Belgium,
Netherlands and Luxembourg) and usage and application for trademark
registration are in progress for other European countries, such as Spain.

34. Old Havana has been sold in the United States by Applicant for
more than 10 years, since 1991 with the same label of mark Old Havana. See
Exhibits 1 and 2. Given the amount of time the mark has been on the market,
consumers have come to recognize the brand and associate it as a USA product.
The mafk Old Havana has come to be viewed by consumers as a symboi of
quality rum, with a distinctive Caribbean taste. |

35. The set of circumstances previously described make it more
probable than not, that consumers have come to associate the name “Old
Havana” with its American producer; thereby rendering the mark susceptible of
registration. 3

36. Based on the above, it is Applicant's position that consumers do not
make a goods/place association of Applicant's product with Cuba. Therefore, the

mark "Old Havana" is not misdescriptive and/or deceptive. In the alternative, the

mark has become distinctive of the quality rum produced by Applicant, rendering

it susceptible of registration.
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WHEREFORE, it is hereby requested from the Trademark Trial and
Appeal Board that it REVERSE Final Action dated October 25, 2002 refusing
registration of the mark Old Havana, Serial Number 75010230 and that the
Application for Registration filed by Compaiiia de Licores Internacionales, S.A.

for the mark Old Havana for rum, class 33, be ailowed to enter the Principal

Register. ‘

CERTIFICATE OF MAILING
| hereby certify that this Appeal Brief is being deposited with Federal
Express service in an envelope addressed to the Assistant Commissioner for
Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202 with a mailing label
with tracking number 8406 3838 8506 on the 20th day of June, 2003.
| further certify that a copy of this Appeal Brief has been sent to the
Examining Attorney, David C. Reihner, Law Office 107, Commissioner for
Trademarks, 2900 Crystal Drive, Arlington, VA 22202-3513.
In San Juan, Puerto Rico, this 20th day of June, 2003.
ALVARADO, VAZQUEZ, FERNANDEZ
& CRUZ LAW OFFICE, PSC
1225 Ponce de Leon Avenue
VIG Tower, Suite 703

San Juan, PR 00907
Tel (787) 641-2884

Attorne Applicant
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